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DETAILED ACTION 



Notice to Applicaiit(s) 



1. 



This qjplication has been examined. Claims 1-15 and 21-35 are pending. 



Information Disclosure Statement 

2. The references Usted in the Information Disclosure Statement dated 8/5/2003 have 
been considered by the Examiner and is attached to this Office Action. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the IMted States. 

4. Claims 1, 2, 6, 21, 22, 23, 24, 25, 26, 27, 28, 29, 30, 31, 32, 34, and 35 are rejected under 
35 U.S.C. 102(b) as being anticipated by Wolff et al (Wolff) (U.S. 5,671,282). 

With respect to claims 1, 6, 27, 29, 31, and 32, Wolff discloses a method of document 
management, comprising providing a document comprising an original document (column 3, 
lines 27-34); scanning the document with a scanning machine configured to determine if the 
original document has a machine-readable code thereon (column 5, lines 5-24), the scanning 
machine being further configured to extract at least some information fi-om the machine-readable 
code if the machine readable code is present on the document (column 5, lines 4-24); providing a 
database of information (which reads on the storage of the electronic version of the document) 



Claim Rejections - 35 USC§102 
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that can be present in the machine- readable code on the original document, the providing the 
database of information comprising providing before the scanning (column 3, lines 41-50 and 
column 3, line 65 to column 4, hne 15), and con5)aring at least some of any information 
extracted from the machine- readable code by the scanning machine with the information in the 
database to track the document (column 3, Unes 43-64). 

Further with respect to claim 29, Wolff discloses storing a digital representation of the 
scanned version of the document together with digital representations of other versions of the 
document using the database (column 5, lines 32-44); and determining that the digital 
representations of the other versions of the document are in the database (column 5, lines 32-43). 

With regard to claim 2, Wolff discloses printing the document with a printing device 
which prints the machine-readable code on the document, and wherein the printing device is in 
data communication with the database (column 4, lines 16-34). 

With respect to claim 21, Wolff discloses 21 the information contained in the machine- 
readable code defines a version of the document (column 5, hnes 50-51) and the scanning 
comprises scanning a scanned version of the document (column 5, lines 4-24), and further 
comprising: storing a digital representation of the scanned version of the document together with 
digital representations of other versions of the document using the database (column 5, lines 32- 
44); and determining that the digital representations of the other versions of the document are in 
the database (column 5, lines 32-43). 

With regard to claims 22, 23, and 26, Wolff discloses providing a hard image formed on 
output media (column 3, lines 27-34). 
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With respect to claims 24 and 34, Wolff discloses the scanning machine is hnked with a 
processor (lOlB) that is in data communication with the database (101 A) and in data 
communication with a second printer (10 ID), the processor being configured to enable either the 
scanned version of the document or one of the other versions of the document stored in the 
database as digital representations to be printed by the second printer (column 3, line 35 to 
column 4, line 34). 

With respect to claim 25, Wolff discloses printing the machine generated code as the 
document is generated (column 3, lines 27-50). 

With regard to claim 28, Wolff discloses storing the machine readable code as the 
additional information in the database (column 3, lines 35-50). 

With respect to claims 30 and 35, Wolff discloses imaging the document after 
determining (column 4, lines 16-28). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 3, 4, 5, 7, 8, 9, 10, 12, 13, 14, 15, and 33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Wolff in view of Ikenoue et al (Ikenoue) (U.S. 5,987,127). 

With respect to claims 3, 4, 7, 8, 9, and 33, Wolff differs from claims 3, 4, 7, 8, 9, and 33, 
in that he does not clearly disclose wherein the scanning machine is linked with a copying 
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machine configured for copying the document, wherein the information contained in the 
machine-readable code defines if the document can be copied, and wherein the copier is 
configured to copy the document unless the scanning machine finds the machine-readable code 
on the document and extracts information fi-om the machine-readable code not authorizing the 
copying. 

Ikenoue discloses an image forming apparatus and copy management system wherein a 
scanning machine is linked with a copying machine configured for copying a document, wherein 
the information contained in machine-readable code defines if the document can be copied, and 
wherein the copier is configured to copy the document unless the scanning machine finds the 
machine-readable code on the document and extracts information fi*om the machine-readable 
code not authorizing the copying (column 2, lines 45-56; column 10, lines 24-67, and column 11, 
lines 35-48). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to have modified Wolff wherein the information contained in machine-readable 
code defines if the document can be copied, and wherein the copier is configured to copy the 
document unless the scanning machine finds the machine-readable code on the document and 
extracts information fi'om the machine-readable code not authorizing the copying. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Wolff by the teaching of Ikenoue in order to prevent illegal copjang as disclosed by Ikenoue in 
column 1, lines 12-15. 

With regard to claim 5, Wolff discloses the information included in the machine-readable 
code includes a storage location (address) of a file (column 5, lines 50-63). 
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With respect to claim 10, Wolff discloses the machine-readable code is printed with at 
least one of a resolution or tonal (density) difference that cannot be reproduced by the second 
copying machine (column 8, lines 18-36). 

With regard to claims 12 13, and 14, Wolff discloses printing the code on copies of the 
document (column 4, lines 16-34). 

With respect to claim 15, Wolff differs from claim 15 in that he does not clearly disclose 
the second copying machine is configured to identify a user requesting a copy of the document, 
wherein the information contained in the machine-readable code defines if the document can be 
copied by particular users, and wherein the second copying machine is configured to not copy 
the document unless the scanning machine finds the machine-readable code and extracts 
information from the code authorizing copying by an identified user. 

Ikenoue discloses identifying a user requesting a copy of the document, wherein the 
information contained in the machine-readable code defines if the document can be copied by 
particular users, and wherein the second copying machine is configured to not copy the 
document unless the scanning machine finds the machine-readable code and extracts information 
from the code authorizing copying by an identified user (column 2, lines 46-56). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Wolff wherein the information contained in the machine-readable code defines if the 
document can be copied by particular users, and wherein the second copying machine is 
configured to not copy the document unless the scanning machine finds the machine-readable 
code and extracts information from the code authorizing copying by an identified user. It would 
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have been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Wolff by the teaching of Ikenoue in order to prevent illegal copying. 

7, Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wolff in view of 
Ikenoue as appUed to claim 9 above, and further in view of Jeran et al (Jeran) (U.S. 6,628,412). 

With respect to claim 1 1, Wolff as modified differs from claim 1 1 in that he does not 
clearly disclose the machine-readable code is printed with an ink that is not visible when viewed 
with only light in the visible wavelength range, said ink becoming visible when stimulated with 
light outside of the visible wavelength range. 

Jeran discloses a document management method machine-readable code is printed with 
an ink that is not visible when viewed with only light in the visible wavelength range, said ink 
becon^ng visible when stimulated with light outside of the visible wavelength range (column 3, 
lines 9-25). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to have modified Wolff as modified wherein the machine-readable code is 
printed with an ink that is not visible when viewed with only light in the visible wavelength 
range, said ink becoming visible when stimulated with hght outside of the visible wavelength 
range. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Wolff as modified by the teaching of Jeran in order to easily hide the machine 
readable image as disclosed by Jeran in column 3, lines 3-5. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark E. Wallerson whose telephone number is (571) 272-7470. 
The examiner can normally be reached on Monday-Friday - 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571) 272-7471. The fax phone number for 
the organization where this appUcation or proceeding is assigned is 703-872-9306, 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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